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Status 



1 )S Responsive to communication(s) filed on 22 November ?nn? . 
2a)H This action is FINAL 2b)Q This action is non-final 

4) S Claim(s) 79-43 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) S Claim(s) 39 is/are allowed. 

6) |EI Claim(s) 1948^4(^43 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner 

A PP ,icant ™y n °* request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a) D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
aOAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 1 7 2(a)) national bt age 

See the attached detailed Office action for a list of the certified copied received 

14) D Acknowtedgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

15>n Ar?nn^! anS ' a ! i0n * I* f ° rei9n ' an9Uage pr0visional a PP"cation has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) ^ m ■ . . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H S?Tf i 7*7 3) ^ " 

^□■nformationDisdo sure Statements) (P^O-1449) PaTer No|s) . 6) Q £E Pate ^pp,ication (PTO-152) 

U.S. Patent and Trademark Office 



PTO-326 (Rev. 04-01) nffi „ A 4 . e 

J Office Action Summary 



Part of Paper No. 11 



Application/Control Number: 09/762,532 
Art Unit: 1731 



Page 2 



DETAILED ACTION 

1) Acknowledgement is made of Amendment received 1 1/22/2002, Paper No. 10. 
Applicant amends claims 19, 20, 24-28, 32, 38 and 40-43. 

Specification 

2) The amendment filed 1 1/22/2002, is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: amended Specification, 
on pgs. 5 and 13, which recites a "pre-formed" fibriform element, is new matter. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
Iltinn 6 ^ 011 S ! ,a " COn L a l n 3 written descri P«°n of the invention, and of the manner and process of 

3) Claims 19-38, 40-43, are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. 
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Claims 19-20, 24-28, 32, 38, 40-43, have been amended to recite a "pre-formed" 
fibriform element. Applicant is required to cancel the new matter in the reply to this 
Office Action. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

£^in aten I ma V " ot beobtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought ^ patented and 
are that the subject matter as a whole wt ""d have been fJ^£ff$? * 

pThSI h m n de ^ perSOn having ordinar y ski " in the art t0 whi <* said subject ma tt rpertains 
PatentabHity shall not be negatived by the manner in which the invention was made. 

4) Claims 19-27, 29-38, 40-43, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haws. 

Claims 19-23, 26-27, 29-35, 38, 40-42: Haws discloses a method for applying 
liquid strands containing additives to cigarette rods resulting in a cigarette product 
wherein the tobacco rod is surrounding the liquid strand (Abstract) extending down the 
length of the cigarette (col. 2, lines 15-24). In the process tobacco is blown from a 
chimney 10 onto an advancing perforated vacuum belt 12 causing tobacco to 
accumulate on the belt . A liquid strand is placed near the tobacco rod accumulating 
area and pumped from storage 50 through pipe 51 and out through nozzle 58. In 
addition the materials added to the tobacco may be extruded and may be in semi-solid 
or solid form (col. 7, lines 18-25). This reads on the amended claims of having a pre- 
formed fibriform, since an extruded semi-solid or solid form is a pre-formed fibriform . It 
would have been obvious, to one skilled in the art at the time the invention was made, 
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that the pipe 51 is a guide that constrains the strand to the desired path. The air under 
suction causes the liquid extrudate and become impinged upon the tobacco for a certain 
distance along deposition run. It would have been obvious, to one skilled in the art at 
the time the invention was made, that the air suction flow would cause the strand to 
ascend toward the vacuum belt. As more tobacco is added it completely surrounds the 
liquid strand (col. 3, line 25 to col. 5, line 51, and Figures 1, 2, 6) into a final cigarette 
rod product. A variety of materials may be in the strand including flavorants and burn 
modifiers (col. 2, lines 36-45, and col. 6, line 45 to col. 7, line 25). The specific 
constraining distance is an obvious matter of apparatus design choice selected to 
produce the desired characteristics in the desired final product. 

Claims 24, 36, 43: the strand is under the suction effect of the vacuum, however, 
it would have been obvious that the angle of ascent of the strand would be minimal, not 
more than 5 degrees. It would have been obvious, to one skilled in the art at the time 
the invention was made, that the degree of suction be adjusted as more tobacco 
material is added. 

Claims 25, 37: the flow of the strand can be adjusted to any speed by the control 
of the pump (col. 6, lines 17-45). 



Allowable Subject Matter 

5) Claim 39 is allowed. 

The following is a statement of reasons for the indication of allowable subject 

matter: 
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The primary reason for indicating allowable subject matter is that the cited prior 
art does not show a method of incorporating a fibroform smoke-modifying material in a 
smoking material rod, wherein the fibriform is fed as a sequence of discrete fibriform 
elements (claim 39). 



Response to Amendment 

6) Claims 19-23, 25-27, 32-35, 37-38, 40-42, rejection under 35 U.S.C. 102(b) as 
being anticipated by Haws (EP 0 405 929 A2), is withdrawn in view of amended claims. 

7) Claim 28, objection and indication of allowable subject matter, is withdrawn in 
view of amended claim. 

8) Applicant's arguments filed 1 1/22/2002, have been fully considered but they are 
not persuasive. 

Applicant alleges that the present Specification recites on pg. 7, line 10, that the 
fibriform may be a continuous element, or on pg. 7, line 13, a sequence of discrete 
elements. Applicant alleges the present fibriform is a pre-formed material having a 
degree of rigidity because it may be a continuous element, or a sequence of discrete 
elements. 

Examiner could not locate the above recitations in the cited locations of the 
Specification. The reference to fibriform being a continuous element, is located in the 
present Specification on pg. 13, and the reference to a fibriform being a sequence of 
discrete elements is located in the Specification on pg. 5. In addition to the cited 
reference indication that the fibriform is a liquid, the reference discloses that materials to 
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be added to the tobacco may be extruded and may be in semi-solid or solid form (col. 7, 
lines 18-25). This reads on the amended claims of having a pre-formed fibriform, since 
an extruded semi-solid or solid form is a pre-formed fibriform. Such an extrudate has a 
degree of rigidity. 

Applicant alleges that the amending of Specification and claims to recite "pre- 
formed" in connection with the fibriform element does not constitute new matter. 

Examiner responds that the recitation of "pre-formed" in connection with the 
fibriform element does constitute new matter because it provides a new limitation of 
what a fibriform element is. In the original filing a fibriform could be a "pre-formed" 
fibriform or one generated in the apparatus. A "pre-formed" limitation did not exist in the 
original filing. 

Applicant alleges that claim 38 was allowed. 

The examiner responds to indicate that the allowed claim is claim 39. 

Applicant alleges that the material feeding to the rod-making machine is not in a 
longitudinal direction of the travel of the suction band of the machine, as shown in 
Figures 1 , 2, and 4 of Haws, since the pipe feeding the liquid strand is perpendicular to 
the path of the travel. 

The examiner responds as follows. The pipe configuration is both, perpendicular 
or horizontal to the travel path, however the pipe configuration is of no importance. As 
shown in Figure 2 of Haws, the nozzle 58, emitting the liquid strand material is oriented 
longitudinally in the direction of travel of the suction band of the machine. 
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Applicant alleges that the Haws reference does not disclose a guide for feeding 
the fibriform material into the rod-making machine. 

The examiner responds as follows. As shown in Figure 2 of Haws, the piping 51 
is a strand guide for feeding the material into the rod-making machine. 

Applicant alleges that the meaning of the term fibriform is further supported by the 
applicant provided citations from two dictionaries. 

Examiner responds that the fibriform as per item 4 above is in conformance with 
description provided in the instant Specification and claims. 



Conclusion 

9) Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period wil. expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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10) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ma* Halpern whose telephone number is 703-305- 
4522. The examiner can normally be reached on Mon-Fri, (9:00-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 703-308-1 164. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-7718 
for regular communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0651. . 

Mark Halpern 
Patent Examiner 
Art Unit 1731 

February 5, 2003 




JAMES DERRINGTON 
PRIMARY EXAMINER 



